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AMENDMENT AND RESPONSE UNDER 37 CFR § M H Dkt: 279.603US1 

Serial Number: 10/601,271 



Filing Date: June 20, 2003 

Twi. WSTFM FOR MEDICAL LEAD TUNNELING 



This is in response to 



REMARKS 

the Office Action dated October 4, 2004, and the references cited 



therewith. 

Claims 26 and 28 are amended. Claims 1-28 are pending. 

Applicant notes that Claims 27-28 were not examined in the present Office Action, but 
noted to be rejected on the Office Action Summary sheet. Applicant respectfully requests 



were 

allowance of claims 27-28. 



§ 702 Refectio n nf the Claims 
Claims 13-6 11, 13-18 and 22-25 were rejected under 35 USC § 102(e) as being 
anticipated by Erb et al. (U.S. Patent No. 6,436,1 19). Applicant notes that Erb is a reference 
under 102(e) and AppHcant reserves the right to swear behind the reference. 

riaims 1 and 3-6 

Applicant traverses the rejection smce the cited reference does not include each hmitatton 
recited in the claim. Anticipation requires the disclosure in a single prior art reference of each 
element of the claim under consideration. /„ reDillon 919 F.2d 688 (Fed. Cir. .990) (en banc). 
Applicant believes claim 1 is not anticipated by the cited reference since Applicant cannot find tn 

Erb reference an elongated rod having a holding member on one end and dimensroned to fit 
within the elongated tube, the holding member adapted to hold an end of a lead such that the end 
of the lead can be pulled through the elongated tube. In contrast. Erb discusses a surgical drlator 
having an inner rod 24 having threads 96 to attach a control cap 26. (Col. 7, lines 33-43). 

Tie Office Action asserts that "the proximal end may hold a hypothetical lead that has a 
thread attached thereto to its end for pulling the lead through the tube. Funcfon recitations 
directed to the specifics of a lead are given no patentable weight." Applicant traverses. The 
Office Action has provided no support for the "hypofltetical lead ttrat has a tttread attached 
thereto to ,ts end for pulling ttte lead through the tube." Applicant respectfully traverses tins 
Official Notice and requests the Examiner to provide a reference that describes such subject 
matter. Absent a reference, it appears that the Examiner is using per«,nal knowledge, so the 
Examiner is respectfully requested to submit an affidavit as required by 37 C.F.R. § 1.104(dX2). 
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Furthenno^, the Office Action has improperly refmed to give patentable weight to "the 
holding member adapted to hold an end of a lead snch that the end of the lead can be pulled 
.hrough the elongated tube." Applicant respectfully traverses these grounds tor rejechon and 
points out that functional language is specifically authorized by In re Smnehar., 439 F.2d 210, 
,69 USPQ 226 (CCPA 1971); In re Cali^elK 138 USPQ 243 (CCPA 1963); Le^ Manne. 
Inc. V. Barien,. Inc.. 827 F.2d 744, 3 USPQ2d 1766 (Fed. Cir. 1987 ("so that" functional clause 
of claim renders reference non-anticipating); MPEP § 2173.05(g). 

Applicant notes that the lead itself is not recited as apositive limitation of the claim. 
Hov^ever, the claim does recite a "holding member adapted to hold an end of a lead." Thts ts a 
positive structural Umita.ion, and the cited reference does not include such subject mat.«. 

Claims 3-6 include each limitation of their parent claim and are therefore also not 
anticipate! by me cited reference. Reconsideration and allowance is respectfully requested. 

rimm'i 11 and 13-17 , , , ^ 

Claim 1 1 recites "a holding member adapted to hold an end of a lead to pull the lead 
through the elongated tube." As noted above, the Office Action has not given patentable weight 
to Us posUwe structural limitation, and the discussion above for claim 1 is incorporated herem 
by reference. Claims 13-17 depend from claim 11. Reconsideration and allowance is 
respectfully requested. 



Claim 18 . i. u i^- 

Claim 1 8 recites "an elongated rod having a holding member on one end, the holdmg 
member adapted to hold an end of a lead." Again, the Office Action has no. given patentable 
weight to a positive strucmral limitation, and dte discussion above for clann 1 is incorpomted 
herein by reference. Reconsideration and allowance is respectfliUy requested. 
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riaims 22-25 

Claim 22 rec.es "an elongated rod having a lead holding member on one end. Agam. 
Appliean. eannot find in Erb anyth.ng .ha. can be consttued a. a lead holding member. Tire 
Office Action has no, given pa,en,abie weigh, .o the positive s.™c.ural limi,a,ion. and fte 
discussion above for claim 1 is incorporaled herein by reference. Reconsideralion and allowance 
is respectfully requested. 

Claims 1-5, 11-15, 17-19 and 22-24 were rejected mder 35 USC § 102(b) as being 
an,icipa,ed by Waldvogel (U.S. Patent No. 5,061,245). 

Claims 1-5 ^ • i 

Applicant traverses the rejection of clatm 1 since the cited reference does no, mclnde 
each limi^tion recired in .he claim. Applican, believes claim 1 ,s no. anticpated by .he c.ed 
reference since Applican, canno, find in *e Waldvogel reference an elonga.ed rod havmg a 
holding member on one end and dimensioned ,o f, witim, «>e elongaled n^e, ti,e oMmg 
.ember adap.ed.o hold an endofaleadsuchlhattheendoftheleadcanbepulled^^ou^^e^ 

elongated tube. In c„n,ms, Waldvogel discusses an arterial bypass »ol havtng a r«l .6 1« mg 
,ab 17 witi, apertures 18. 19, whtch are utilized .o secure a bypass ar,ery. (Col. ; 

TT,e Office Action asserts ,ha, "sutitres are disclosed as holding graft m«„be,s for puUmg 
the graft *r„«^ *e tube, however to examiner considers ftem .o be capable of a„ach.„g u> a 
lead-opulltoou^thetubeaswell." Applican.tiave.es. Again, the Office Action has 

provided no support for atiaching a lead .o suti.r« .o pull a lead trough .he ti.be. Apphcan. 

respecfully traverses this Official Notice and requests the Examiner to provtde a referee 

describes such subject matter. Absent a reference, it appears that Ure Examiner is us,ng pet^na. 

knowledge, so the Examiner is respectft.lly re,uested to submi, an affidavit as r«,u.red by 37 

C.F.R.§ 1.104(d)(2). ,„.„"ihe 
Furthemrore, the Office Action has improperly refused .o give paienmble we,gh. .o «>e 
holdingmember adapfed U, hold an end of a lead such .ha. .he end of .he lead can he pulled 
ti^ugh ,he elongated ,ube." Applican, noles ,ha, .he lead ..self is no. reci.ed as a posmve 
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,ta,.a,ion of me Cairn. Howcv«. me claim does recite a "holding member adapted to hold a^ 
end of a lead" This is a positive sttucn^ limitation, and the cited reference does no. mclude 

such subject matter. 

Claims 2-5 include each limitation of their parent claim and are therefore also not 
anticipated by the cited reference. Rea>nsideration and allowance is respectfully requested. 

rtnin,^ 11.15 and 17 

Claim 1 1 recites "a holding member adapted to hold an end of a lead to pull the lead 
teough the elongated tube." Agdn, the Office Action has not given patentable weight to thts 
positive structural limitation, and the discussion above tor claim 1 is incorporated herem by 
reference. Claims 12-15 and 17 depend from claim 11. Reconsideration and allowance ts 

respectfully requested. 

riaims 18-19 u^^Air.a 
Claim 18 recites "an elongated rod having a holding member on one end, the holdmg 
member adapted to hold an end of a lead." Again, the Office Action has not given patentable 
weight to the positive structural limitation, and the discussion above for claim 1 ,s mcorporated 
herein by reference. Claim 19 depends tiom claim 18. Reconsideration and allowance ,s 
respectfiilly requested. 

Claims 22-24 . 

Claim 22 recites "an elongated rod having a lead holding member on one end. Agam. 
Applicant camtot find in Waldvogel anytiung that can be construed as a lead holdmg memb«. 
The OfBce Action has not given patentable wei^t to tite positive stmcti^ limitation, and the 
discussion above for claim 1 is incorporated herein by reference. Claims 23-24 de^nd ftom 
claim 22. Reconsideration and allowance is respectfully requested. 

Claims 1.8-10. 11 and 20-22 were rejected under 35 use § 102(b) as being anticipated 
by Clarke (U.S. Patent No. 3,87 1 .379). 
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Claims /, ^-10, and 11 . i j 

each limuauon recited in, he cairn. Applicant believes claim . is no, anticipated by tt-ece^i 
:lcesinceAppUca„.ca™,otf,ndintheOat.e..tence.e.on..^^^^^^^^ 

member on one end and dimensioned to f,. within the elongated tube, the holdtng m«nb. 
:;ted.oKo,d»endofaleads„ch,ha.theendonhe.eadca„bepul,edth.on^^^^^^^^^ 

J. to contrast Cartce discusses a laparoscopy too. including forceps havtng .u*s . 8 and 19 
and jaws 34, 35, to grip .issue or a sumre. (Col. 4, lines 9-38). 

The Office ACion asserts that the "biased jaws of .he forceps are capable of b^mehng 
through tissue and have serve as a gripping nrea.. A hypomcical lead having a suture a. a 
distal end could be pulled backed throu^ the catheter ,4." Applicant traverses. Agam. the 
leActionhasprovided no suppcforattachingalead to sutures andpulhngthele^wth 

forceps. Applicant respectfully traverses *is Official Notice and requests the Exannn. o 
p„videareference«».describessuchsubjectn.at.er. Absentareferencctappearsthatt e 

Ln,inerisusingpersona.know,edge.so.heExan.nerisrespectfuUyre<,ues.edtos„bn,„an 

affidavit as required by 37 C.F.R. § 1.104(d)(2). 

Furthennore, ,he Office Action has improperly refused to gtve patentable we,gh to the 
holding member adapted ,0 hold an end of a lead such that the end of the lead can be pulled 
throu^theelongatedmbe." Applicantnotes that the leaditselfisnotr^itedasa^^^^^^^ 
.imitation of .he clahn. However, the claim does recite a "holding member adapted to hoi J 
end of a lead." This is a positive struchtral Umitation. and the cited reference does not tndude 

such subject matter. , 

Claims 8-10 and U include each limitaUon of their parent claim and are therefore also 
no. anticipated by the cited reference. Reconsideration and allowance is respectMly requested. 



AMENDMENT AND RESPONSE UNDER37 CFR§ I.IU 

Serial Number; 10/601,271 



Page 11 
Dkt: 279.603US1 



Claims 20-21 . , o ri^jm 1 8 recites "an elongated rod having a 

Claims 20-21 depend from parent claim 18. Claim 18 recites ^ \ 

holdingmemberononeend,theholdingmemberadaptedtoholdanendofalead. Ag.^^ 

reActionhasnotgivenpatentableweighttothepositivestruct^ 
discussion aboveforclaimlisincorporatedhereinbyreference.Reconsi^^^^^^^^ 

is respectfully requested. 

*^,ai„22.cUes"a„e,o„ga.e<>roa.avi„ga.eadho,dtagn.e.b.o„onee„d.Ag.^^ 

AppUca..ca™o.f.ndinaa..ea„y.hing«ca„beco„»m.eaasa,eadMdi^^ 
le AeUonha.no. giv.pa.en,aMewe,H..o.HeposU.ves.™c.u.n.— 
aiso„.ionaboveforc,ain,U,ine„rpora.edhe.,n.y.ference.Recon— 

is respectfully requested. 

Claim 26 was reieced under 35 use § 102(b) as being anticipated by Bom-er e, a.. (U.S. 

""'''::;ra:;:^ — c,a.™2a.obe..de.Hbe.be...^ 
AppHcJbeUevesaata26isno.an.icipa.edb..he*d...nce.ince.^ 

ilde each limitation «cited in the claim. For instance. Applicant cannot find n B^^. 
•Wling an end of a lead through the elongated tube by pulling an elongated rod through *e 
■ :r.h endonbeleadn,oun,edtoa,eadho,dinsn,emberonanendoftheelonga.edrod s 

:ldinclaim26.Inc„n.rast,B„nnerdiscussesa,eaddeUveryn.echanismf„r.ra^^^^^^^^ 

delivering a lead. The Bonner device includes a lead pusher 60 used to push a lead 
delivering a. ,p„, ,o lines 22-26). Reconsideration and allowance .5 

transvenously to an implantation site. (Col. 12, lines 21 a). 

respectfully requested. 
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§ 7^? Reiecti ^^ the Claims 
Cla,m 7 was rcjeced under 35 USC § 103(a) as being unpatentable over Erb et al. (U.S. 



Paten. No. 6.436.1 19) ,n view of Waldvoge, (U.S. Paten. No. 5,061,245) and Clarke (US. 
PatentNo. 3,871,379). Applioan. .averses. Cia,n, 7 depends from *nt 1 and is not obv,ouB nt 
view of the eited referenees sinee none of the cited references include the subject ntatter o the 
parent clain,. as discussed above. Moreover, the Office Action is taking Official Nonce of 
Ibject matter no. discussed in ..y of the eited references. Applicant respectfitlly ^.verses h,s 
Official No.ice and re<,ues.s U,e Examiner U, provide a referee tt,a. describes such sub,ec. 
^er.Absen.areference,i.appears.ha.«,eBxaminerisustagpe^n.k.ow^^^^ 
Ex« U respecfully requesred to submit an affidavit as reqmred by 37 C.F.R. S U04(d)(2). 

Claims 23-24 were rejected under 35 USC § 103(a) as be,ng unpaten.able over Bonner et 
ai (US Patent No. 5.902331). Applicant notes to. clain. 23-24 depend from clam, 22. 
Applicant believes claims 23-24 are not obviom in view of fte cited refer»>ce sm« fte 
reference does not mclude each limitation recited in Ute parent claim. For instance. Apphean 
cannot find in Bonner an elongated rod having a lead holding member on one end and a tatd^ 
on a second end. the elongated rod dimens.oned to fit within an elongaled mbe such to. to lead 
holding member extends from a first end of to elongated tube and to handle extends from a 
^„nd end of to elong^ed mbe, to lead holding member adapted to hold an end of .he 1^ 
located outside to firs, end of to elongated mbe such to. to end of to le^ can be pulled 
toon^ to elongated tube to exit on to second end of to elongated tube. Reconstderauon and 
allowance is respectfully requested. 
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Conclusion 

Applicant respectfully submits that the claims are in condition for allowance, and 
notification to that effect ts eamestly requested. The Examiner is invited to telephone 
Applicant's attorney at (612) 359-3267 to facilitate prosecution of this apphcafon. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. 

Respectfully submitted, 
GREGORY R. LEY ETAL. 
By their Representatives, 

SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. 

P.O. Box 2938 
Minneapolis, MN 55402 
(612) 359-3267 



Date 



By. 



Peter C. Maki 
Reg. No. 42,832 
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